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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 1, 5, 10, and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Foffano et al. (US Patent No. 5,995,017) in view of Alber (US Patent 
No. 4,162,089). 

With respect to Claim 1 , Foffano teaches a method of making a connected sole 
and upper of a shoe (a method of manufacturing a sports boot having an upper part and 
a sole) by injection molding (in composite material) with the steps of molding a resting 
surface of a sole from rubber (preparing a first flat blank in a flexible material forming 
the external face of the [boot part]) and an upper (a second flat blank in a second 
flexible material forming the internal face of the [boot part]), wherein the sole 4 (a first 
flat blank) and upper 2 (a second flat blank) are flat with the upper 2 necessarily flat to 
accommodate the last 1 3 (see Fig. 1 ), placing the sole and upper in a mold 1 1 b, 1 1 a 
with the sole against the impression of the mold 11a, 11b (providing a mold comprising 
a first half and a second half having a three-dimensional impression of the [boot part]; 
placing the first and second blanks on the impression of a first half of a mold with the 
first blank against the impression) (see claims 1 and 5; col. 2, lines 64-66; and Fig. 4), 
closing the mold halves 11a, 11b (closing the mold by using its second half) (See Fig. 3- 
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4), injecting polyurethane between the two layers (injecting a foamable binding material 
between the blanks) (see col. 3, lines 32; claim 5), with the layers accommodating the 
shape of the mold halves 11a, 11b (wherein the blanks conform to the shape of the 
mold) (see fig. 3), and removing from the mold after curing of the injected material (mold 
releasing after polymerization of the injected material so as to obtain the [boot part]) 
(see Fig. 7-12). Foffano teaches that the final shoe is obtained once the last and shell 
11a, 1 1 b are removed, providing the shoe with the contour of the mold halves 11a, 11b 
(comprising the first and second blanks conformed to the mold of the three-dimensional 
impression of the [boot part]) (see col. 3, lines 35-38 and Fig. 7). Specifically, as a 
result of the mold's shape, the upper 2 provides the shape required by the foam rather 
than simply accommodating the last's 13 shape (see Fig. 9). Since Foffano teaches 
making the sole and upper 2 of the shoe (claim 5 and Figs. 4 and 12), the upper parts 
and a part of the upper of the boot are made. 

Foffano teaches that the upper 2 spans and closes the entire bottom of the shoe; 
the upper parts comprise two half-shells (see fig. 1 1 ). Since the claim does not exclude 
making both half-shells, Foffano teaches the limitations of the claim. 

However, if it is held that the Claim excludes making two half-shells as a unitary 
shoe, Alber teaches making a ski boot and binding in two halves (half-shell forms either 
the lateral or medial side of the upper part and covers either the lateral or medial side of 
the wearer's upper foot) (see figs. 2 and 3; col. 3, lines 1 3-28; and col. 4, line 50 through 
col. 5, line 7). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make a half-shell as taught by Alber in the method of making a 
boot part as taught by Foffano in order to allow the boot part to easily be attached, 
detached, and transported (see Alber, col. 1, line 60 through col. 2, line 30). 

With respect to Claim 5, the sole 4 is vulcanized rubber (an elastomer) (see col. 
3, line 33). 

With respect to Claim 10, Foffano teaches injecting polyurethane between the 
two layers (see col. 3, lines 32; claim 5). 

Claims 3 and 4 is rejected under 35 U.S.C. 102(b) as being anticipated by 
Foffano et al. (US Patent No. 5,995,01 7) in view of Alber (US Patent No. 4,1 62,089) as 
evidenced by Smith (Textiles in Perspective, page 418). 

With respect to Claim 3, the sole 4 is vulcanized rubber (see col. 3, line 33). The 
rubber is vulcanized, which makes it synthetic. The sole is rubber, which is a polymer, 
and shaped as a film 4. Therefore, the sole is a polymer film and thus a fabric (see 
Smith, Textiles in Perspective, page 418). 

With respect to Claim 4, the sole 4 is vulcanized rubber (elastic) (see col. 3, line 
33) and is fabric as described with respect to Claim 3. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Foffano et 
al. (US Patent No. 5,995,017) in view of Alber (US Patent No. 4,162,089) as applied to 
Claim 1 above, and further in view of Dassler (US Patent No. 4,187,623). 

With respect to Claim 6, Foffano teaches a method of making a part of a sports 
boot as previously described. 

Foffano does not expressly teach the thickness of the rubber sole. 

Dassler teaches making a sports shoe with a rubber sole (first material) with a 
sole thickness of at the most 1 .5 to 1 .8 mm (see Dassler, col. 1 , lines 34-39), which 
includes the claimed range of 0.8 - 1 mm (the first material has a thickness of from 0.8 
to 1 mm). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Dassler's sole thickness with Foffano's method of 
making a shoe in order to craft an extremely lightweight athletic shoe (see Dassler, col. 
1, lines 34-39). 

Claims 7 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Foffano et al. (US Patent No. 5,995,017) in view of Alber (US Patent No. 4,162,089) as 
applied to Claim 1 above, and further in view of Huebner et al. (German Patent 
Document No. DE 19512499C1). 

With respect to Claims 7 and 9, Foffano teaches a method of making a part of a 
sports boot as previously described. 

Foffano does not expressly teach the thickness of the rubber sole. 



Application/Control Number: 10/705,767 Page 6 

Art Unit: 1791 

Huebner teaches making a shoe with the upper containing polyester felt 
(synthetic fabric; polyester felt) at the toe (see abstract and title). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Huebner's polyester felt upper with Foffano's method of 
making a shoe for the toe cap to be able to retain its air trapping quality under 
compression at pressures arising during normal use (see Huebner, abstract). 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Foffano et 
al. (US Patent No. 5,995,017) in view of Alber (US Patent No. 4,162,089) as applied to 
Claim 1 above, and further in view of Legassie et al. (US Patent No. 5,343,638). 

With respect to Claim 8, Foffano teaches a method of making a part of a sports 
boot as previously described. 

Foffano does not expressly teach that the second material comprises elastic 

fabric. 

Legassie teaches using elastic fabric in the upper of a shoe (the second material 
comprises elastic fabric) (see col. 1 1 , lines 38-41). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Legassie's elastic fabric with Foffano's method of 
making a shoe in order to have an upper that is extremely lightweight and supportively 
conforms to the contour of the wearer's foot (see Legassie col. 11, lines 35-41 ). 

Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Foffano et al. (US Patent No. 5,995,017) in view of Alber (US Patent No. 
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4,162,089) as applied to Claim 1 above, and further in view of Brehmer et al. (US Patent 
No. 4,793,882). 

With respect to Claims 1 1 and 12, Foffano teaches a method of making a part of 
a sports boot as previously described. 

Foffano does not expressly teach that one of the materials has an element 
affixed to it before it is placed in the injection mold. 

Brehmer teaches screen-printing a part of a shoe upper (one of the materials has 
an element affixed to it before it is placed in the injection mold) (see col. 1, lines 12-19). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine screen printing the shoe upper as taught by Brehmer 
with Foffano's method of making a shoe in order to stiffen the shoe upper (see Brehmer, 
col. 3, lines 12-14). 

Claims 11, 13-15, and 1 7 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Foffano et al. (US Patent No. 5,995,017) in view of Alber (US Patent 
No. 4,162,089) as applied to Claim 1 above, and further in view of Perotto '130 (US 
Patent No. 4,428,130). 

Foffano teaches a method of making a part of a sports boot as previously 
described. 

With respect to Claims 1 1 , 13, 14, and 17, Foffano does not expressly teach that 
one of the materials has an element affixed to it before it is placed in the injection mold. 

Perotto '130 teaches affixing an eyelet element to a constructed upper before the 
upper is assembled to form a shoe (one of the materials has an element affixed to it 
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before it is placed in the injection mold; wherein the affixed element is an eyelet for a 
lace) (see Fig. 1). The eyelet allows threading by hooks or a strap 10. Thus, the eyelet 
is a reinforcing member in that it provides a way to reinforce the wrapping integrity (a 
reinforcing element). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine attaching an eyelet 1 1 as taught by Perotto '130 with 
Foffano's method of making a shoe in order to have an eyelet to thread a tightening 
strip 10 through for the top of the item to be tightened (see Fig. 1). 

With respect to Claim 14, the eyelet 11 is a ring. The ring could be used as a 
receiver for a hook. Therefore, it is a ring for gripping, as not step of gripping is 
positively claimed. 

With respect to Claim 15, Foffano does not expressly teach that one of the 
materials has a watertight flap affixed to it before it is placed in the injection mold. 

Perotto '130 teaches a flap 20 that overlies a cutout of the upper. Compared to 
the cutout, the flap is watertight. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine attaching a flap as taught by Perotto '130 with Foffano's 
method of making a shoe in order to have a flap to seal the cutout in the upper (see Fig. 
1)- 

Claims 11,16, and 1 9 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Foffano et al. (US Patent No. 5,995,017) in view of Alber (US Patent 
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No. 4,162,089) as applied to Claim 1 above, and further in view of Perotto '319 (US 
Patent No. 5,050,319). 

With respect to Claims 1 1 and 16, Foffano teaches a method of making a part of 
a sports boot as previously described. 

Foffano does not expressly teach that one of the materials has an element 
affixed to it before it is placed in the injection mold, specifically a protecting tongue. 

Perotto teaches attaching a tongue to an inner lining (one of the materials has an 
element affixed to it before it is placed in the injection mold; wherein the affixed element 
is a protecting tongue) (see Claim 6). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Perotto '319's tongue with Foffano's method of making 
a shoe in order to have a tongue that spread the clamping pressure exerted by the 
buckles of the boot on the instep and on the anterior part of the bottom of the leg at 
least to the point that it does not exert painful pressure on the tibia (see Perotto '319 col. 
1, lines 14-23 and col. 3, lines 3-17). 

With respect to Claim 19, the tongue provides closure on the front of the shoe 
part. Thus the shoe is a compartment enclose by the affixed element. This 
compartment is able to be used to contain the foot or injected personalization material 
such as bronze for shoe bronzing. As no step of injecting a personalization material is 
positively claimed and because the shoe is able to fulfill this function as previously 
described above, the limitations of the claim are met. 

Response to Arguments 
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Applicant's arguments filed 10 July 2008 have been fully considered but they are 
not persuasive. 

Applicant argues with respect to the 35 USC § 1 12 rejections. Applicant's 
arguments appear to be on the grounds that: 

1 ) Applicant's Amendment to Claim 9 removes allegedly unclear and 
unsupported claim language. 

Applicant argues with respect to the 35 USC 102(b) rejections. Applicant's 
arguments appear to be on the grounds that: 

2 and 4) The new limitations of the claims regarding forming a half-shell of a 
sports boot and conforming the flat blanks to the mold are not met. 

3) Foffano does not teach that the first and second blanks are flat. For instance, 
sole 4 has a ridge and upper 2 is clearly curved around the last 13. 

Applicant argues with respect to the 35 USC 102(b) rejections. Applicant's 
arguments appear to be on the grounds that: 

4) The references, as combined, do not teach the limitations previously described 
as not being taught by Foffano. 

The Applicant's arguments are addressed as follows: 

1 ) In view of Applicant's amendment of Claim 9, the Examiner withdraws the 
previously set forth 35 USC § 1 12 rejections as detailed in the Claim Rejections - 35 
USC § 1 12 section of the Office Action dated 10 March 2008. 
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2 and 4) Applicant's arguments with respect to new limitations of the claims 
regarding forming a half-shell of a sports boot and conforming the flat blanks to the mold 
have been considered but are moot in view of the new ground(s) of rejection. 

3 and 4) Foffano teaches that the sole 4 (a first flat blank) and upper 2 (a second 
flat blank) are flat with the upper 2 necessarily flat to accommodate the last 13 (see Fig. 
1)- 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick Butler whose telephone number is (571) 272- 
8517. The examiner can normally be reached on Mon.-Thu. 7:30 a.m. -5 p.m. and 
alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on (571) 272-1 176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner, Art Unit 1791 



